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APPEAL BRIEF 

(37 C.F.R. §41.37) 

Introduction 

This brief is in furtherance of the Notice of Appeal, filed in this case on June 26, 2006. A 
Pre- Appeal Brief Request for Review was filed June 26, 2006. The Notice of Panel Decision 
from Pre-Appeal Brief Review was mailed August 3, 2006 and reset the time period for filing an 
appeal brief to be one month from the mailing date of the Panel Decision. 

The fees required under § 41.20 are being paid concurrently upon filing of this brief. 
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L REAL, PAR TIES I N INTEREST 

(37C.F.R.§41.37{c)(l)(i)) 

The real party in interest in this appeal is: Litton Systems, Inc., which is a subsidiary of 
Northrop Grumman Corporation 
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11. RELATED APPEALS AND INTERFERENCES 

(34 C.F.R. § 4L37(c)(i)(ii)) 

With respect to other appeals or interferences that will directly affect, or be directly 
affected by, or have a bearing on the Board's decision in this appeal; there are no such appeals or 
interferences that will directly affect, or be directly affected by, or have a bearing on the Board's 
decision in this appeal. 
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III. STATUS OF CLAIMS 

(37C.F.R. § 4L37(c)(l)(iii)) 



A. TOTAL NUMBER OF CLAIMS IN APPLICA TION 

CI aims in the appl i cation are : 1 6-19 

B. STATUS OF ALL THE CLAIMS IN APPLICATION 

1. Claims canceled: Applicant has cancelled claims 1 to 15, and 20-26 that were 
prosecuted in the parent and related cases to the grants of U.S. patent numbers 
6,483,231 and 6,724,131. 

2. Claims withdrawn from consideration, but not canceled: NONE 

3. Claims objected to: NONE 

4 . CI ai ms allowed or confi rmed : NONE 

5. Claims rejected: 16-19 

C CLAIMS ON APPEAL 

The claims on appeal are: 16-19 



IV. STATUS OF AMENDMENTS 

(37C.F.R.§4l.37(c)(l)(iv)) 



A proposed Amendment After Final was filed 23 December 2005, but the Amendment 
After Final was not entered because it was stated that the amendment raised "new issues that 
would require further consideration and/or search." Therefore, the claims attached as Appendix 
A are the current claims. 
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V. SUMMARY OF CLAIMED SUBJECT MATTER 

(37C.F.R.§4!.37(c)(!)(v)) 



Claim 16 is the sole independent claim and the remaining claims 17 through 19 are 
directly or indirectly dependent upon that one. 

According to claim 1 6, a method of making an image intensifier tube (14 of Fig 2; 
specification p. 8, line .1 3) comprises providing an annular tube body (18 of Fig 2; specification 
p. 8. line 15); providing a inieroehanne! plate (24 of Fig. 4; specification p. 8, line 21) disposed 
within the tube body, providing an electrical contact structure (22a of Fig. 4, specification p. 12, 
line 28) between the tube body and the microchanne) plate; providing a yieldably deformable and 
axially-variable sealing structure (58 of Fig. 4; specification p. 13. line 9) sealingly uniting the 
tube body with a window member (16 of Fig. 4; specification p. 8, line 14), the window member 
carrying a photocathode (22 of Fig. 4; specification p. 8, line 20); and yielding the axially- 
variable sealing structure while maintaining a selected fine-dimension spacing between the 
photocathode and microchanne! plate. 

According to claim 17, the method of making an image intensifler tube further comprises 
the step of forming a fine-dimension spacing structure (22a of Fig. 4, specification p. 1 2, line 28) 
extending axially between the photocathode and the microchanne! plate 

According to claim 1 8, the fine-dimension spacing structure in the method of making an 
image intensifier tube is formed integrally with the photocathode. 

According to claim 19, the method of making an image intensifier tube further comprises 
the step of providing a yi eldably deformable electrical contact structure between the tube body 
and the microchanne! plate. 



Britff St-etfc.«\ Srowroar I ieet fattei page? f22 



VI. GROUNDS OF REJECTION TO BE RE\ ii Wi DON APPEAL 

(37C.F.R. §4l.37(c)(l)(vi)) 



A first issue for appeal is whether Claims 16 and 19 have been properly rejected under 35 
U.S.C. §102 as being anticipated by Wheeler (U.S. Patent No. 5,493,1 i 1). 

A second issue for appeal is whether Claims 17 and 18 have been properly rejected under 
35 U.S.C. § 1 03 as being unpatentable over Wheeler (U.S. Patent No 5,493,1 1 1) in view ofde 
Groot (U.S. Patent No. 5,338,927). 

<> «> jping ofCjahns 

The claims do not stand or fall together for reasons set forth below under ARGUMENT. 
The rejected claims have been grouped together in the rejection. Appellants urge thai each of the 
rejected claims stands on its own recitation with the claims being considered to be separately 
patentable tor the reasons set forth in more detail below. 

Claim 16 is the sole independent claim and the remaining claims are dependent upon the 
independent claim. 



ritff •> U t ! i unJ of Rejeaioa to be Reviewed on Appeal—page 8 of 22 



VII. ARGUMENT 



This is an appeal from the Final Rejection of April 10, 2006. The Examiner's main 
ground of rejection is that claims 16 and 18 are unpatentable over U.S. Patent No. 5,493, 11 1 by 
Wheeler et al. (Wheeler) under 35 U.S.C. § 102(h). Additionally, the Examiner has further 
rejected the claims under 35 U.S.C. §103 in view of the same Wheeler reference in view of U.S. 
Patent No. 5,338,927 by de Groot. et al. (de Groot). 

Further Applicant submit that a reasonable interpretation of the cited reference, Wheeler, 
would not have resulted or made obvious the invention recited in the Appellant's claims. 
Applicant respectfully submits that Wheeler in combination with de Groot fails to teach each 
element or limitation as claimed by Applicant in Claims 16 and 19 

It was also improper to construe the prior art in the manner suggested by the Examiner to 
conclude that Claims 17-18 were obvious unless the prior art suggested the desirability of the 
modification. 

None of the grounds for rejecting the claims can be supported either factually or legally 
for the reasons that will be set forth below. 
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V'D(A), ARGIi ME NTS—REJECTIONS UNDER 35 U.S.C. § 102 



The Examiner has principally rejected the claims as being anticipated by Wheeler. It is 
believed that Claims 16 to 19 are clearly distinguishable over this Wheeler reference for the 
reasons that will be set forth. 

The Wheeler patent shows an image intensifier tube or photonrultiplier having a "braze 

flange member 52" that effects the sealing engagement between the window member 16 and the 

base member 50. Wheeler goes on to further describe the seal 52 as follows: 

"The window 16 is sealed into flange 52 with indium or similar seal 
material 52'. Flange member 52 is brazed onto the housing member 50 at step 
portion 72 ." (Col 7, line 65 to col 8, line 1) 

Independent Claim 16 recites the following elements, the most pertinent to this 
discussion being presented in bold type for the convenience of the Board: 

16. A. method of making an image intensifier tube, said method including the 
steps of: 

providing an annular tube body, 

providing a microchannel plate disposed within said tube body; 

providing an electrical contact structure between said tube body and said 
microchannel plate; 

providing a yieldably deformable and axially-variabie seating 
structure sealingly uniting the tube body with a window member, said window 
member carrying a photocathode; and 

yielding said axial ly-variable sealing structure while maintaining a 
selected line-dimension spacing between the photocathode and microchannel 
plate. 

This common definition of "deformable" contrasts with US Patent 5,493,1 1 1 to Wheeler 
el al. (Wheeler) that describes the seal 52 as a "braze flange member," Col. 6, lines 30-31, or 
that "[fjlange member 52 is brazed onto the housing member 50," Col. 7, line 65 - Col. 8, line I . 
Unlike deformation that is defined as being by stress or force, to braze Is defined as using "solder 
with a high melting point," as shown by the copy of the definition for braze from 
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Dictionary.com. [a copy of the web page with the dictionary definition is included in the "Other 
Materials" section at the conclusion of this brief] 

Since such yieldably deform able and axially-variable sealing structure of the 
Applicant's invention as claimed is nowhere disclosed nor suggested by Wheeler, Applicant- 
suggests that the claimed structure of the present invention is neither identical to nor disclosed by 
the Wheeler device. Therefore, Wheeler cannot anticipate the present claimed invention. 

The interpretation of the claims under appeal is further distinguished from Wheekr on 

pages 12 and 13 of the specification. The instant specification at page 12, lines 19-25 explains 

the term "yieidably defonnable" as follows: 

These deformable contact pad structures 56' are yicldable but shape-retaining, 
and are seen in FIG. 5a at a time before the uniting of the window !6 and housing 
portion 44. In this preparatory condition, the contact pad structures 56* have a 
height that is greater than that seen in FIG. 4. As will be explained, during 
manufacturing of the I 2 T 14, the contact pad structures 56' are deformed from 
their as manufactured, preparatory height as seen in FIG. 5a, to a lesser 
height which is dependent upon dimensional variabilities in the components of 
the?'i: 14, [Emphasis added] 

The instant specification further goes on to explain the term "yieidably deformable" at 

page 13, lines 15-17: 

Most preferably, the contact pads 56' and deformable portion of seal structure 58 
both employ a yieldable, sealingly deformable and bondable seal material 
including indium metal. This seal material including indium metal will allow the 
deformable contact pad structures 56' and deformable seal structure 58 both 
to, yield, cold flow and sealingly cold weld when the components of f 2 T 14 are 
assembled. [Emphasis added] 

Of further assistance to the interpretation of the claim language is the paragraph 
beginning "As this assembly process is being carried out" at the bottom of page 13. line 26, 
where it discusses force- versus-di splac-ement 

The common definition of the "deformabie" term is as shown by the following definition 
from Dicti0nai7.com. (Note the definition particularly for "physics" situations.) 
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de form ^ [>] Fronu Relation Key (d J-form') 
v. de-formed, de-form-ing, de-forms 

v. if. 

\ ■ To spoil tne natural form or. misshape. 3 body that had been deformed by 
disease. 

2. i nit i f t j i * I ' >jure. 

> 3. / / , - - *n,s •>[<■ rl>,i>>s t- ^ft-ss 

4. ileai^ i i ! j tii i! it it-.-- fn mi s-> ^hhimi 

"» t tin i » [ ' i Jfn< 



v. f/tfr, 

To become deformed. See Synonvm* a: ni;r .rt 



Thus the common definition of the "deformabie" term clearly contrasts with US Patent 
5,493, 111 to Wheeler et ctl. {Wheeler) thai describes the seal 52 as a "braze flange member," 
Co! 6, lines 30-3 L or that "[fjlange member 52 is brazed onto the housing member 50," Col. 7, 
line 65 - Col. 8, line I . Unlike deformation that is defined as being by stress or force as it 
particularly pertains to the physics of situations, to braze is defined as using "solder with a high 
melting point," as shown by the following definition for braze from Dictionary . com, 




see tests- in s5f!sv.gu;o[ifiSf> SsMts.j 



In the Final Rejection, pages 2 and 3, the Examiner concluded that Wheeler in Figures 1- 
4 disclosed a method for "providing a yieklabiy deformable and axially-variable sealing structure 
(52') sealingly uniting the tube body (12 and 50) with a window member (16)," However, 
Wheeler teaches only a structure in which "window 16 is sealed into flange 52 with indium or 
simitar seal material 52' !! with "[fjlange member 52 [being] brazed onto the housing member 
50." [Emphasis added] Col. 7, line 66 to Col. 8, line 1 . 

Further, on page 5 of the Final Rejection the Examiner erroneously equates Wheelers 
flange member that is "brazed" onto the housing member as being deformable since it is asserted 
that the flanged member while having been soldered with a high melting point solder is shown as 
being "bend [sic] at two places." However, a part having a "bend" does not teach to one of 
ordinary skill in the art or suggest that the part is "deformable" as that term is used in the instant 
specification. For instance, often bends are introduced into materials when formed into parts in 
order to add strength and rigidity, not to permit the part to be "deformable." 

Therefore, Wheeler cannot anticipate the present claimed invention since Wheeler does 
not disclose or suggest in common, ordinary use of the terms a yieklabiy deformable and axi ally- 
variable sealing structure. 

Moreover, the allegedly prior art devices lack the functional characteristics of the claimed 
structure of the independent claims in the present application. The cited device requires high 
heat and a hard solder component that tend to create unintended consequences particularly when 
working with fine tolerances. The sealing structure of the cited device functions to "provide a 
highly conductive heat transfer path to the environment." Wheeler, Col. 9, lines 30-33. Further, 
nowhere does Wheeler teach that the flange member can have it's shape altered by pressure or 
stress as is called for by the term deformable. 

Finaiiy, since 1902 the Supreme Court, has held that a process patent is not anticipated by 

a prior apparatus capable of use in practicing the process where the apparatus was not so actually 

used. Carnegie Steel Co. V Cambria Iron Co., 185 U.S. 403, 22 S. Ct. 698 (1902). 

"A process patent, . . ., is not anticipated by a mechanism which might with slight 
alterations have been adapted to cany to that process, unless, at least, such use of 
it would have occurred to one whose duty if was to make practical use of the 
mechanism described. In other words, a process patent can only be anticipated by 



Appeal Btfef»..«e«tt«, VilfA}-- Argum«rt$----R<i^io«s Under 35 U.S.C. g !(S2--p«g* 13 of 22 



a prior device of like construction and capable of performing the same function; 
but it is otherwise with a process patent*' 185 U.S. at 424. 

Even if the Wheeler patent incidentally showed a similar arrangement of pans, if that 
arrangement is neither claimed nor designed to perform the function of the present invention, the 
Wheeler patent can not act as an anticipation. 

Thus, the flange member of Wheeler that is brazed onto the housing member with a high 
melting point type of solder is not equivalent or suggestive of the yieldably deforroahSe sealing 
staicture of the present invention in accordance with any known or common definition of terms. 
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VII(B). ARGUMENTS — REJECTIONS UNDER 35 U.S.C. § 103 



The Examiner has also rejected Claims 17-18 under 35 U.S. C. § 103(a) as being 
unpatentable over Wheeler in view of de Groat. Applicant respectfully traverses these rejections 
for the reasons discussed below, 

de Groot teaches an image intensifier tube having "glass beads" as shims 25 between the 
primary screen 19 and the input face 8. 

"In the exemplary embodiment shown in FIG. 2, where the shims 25 are 
constituted by beads, these beads may be fixedly joined to the input face S of the 
slab 7 of microchannels by bonding." de Groot, Col. 5, lines 63-66. 

Applicant's invention is directed toward an axially variable yielding sealing structure and 
maintaining a selected fine-dimension spacing between the photocathode and the MicroChannel 
plate, Nowhere does de Groot teach that any of seals or spacers of the image intensifier 
components are deformable. Rather, de Groot teaches that the primary screen 19 is the 
component that is "deformable." de Groot, Col 6, lines 26-31. 

Moreover, since the beads 25 of de Groot are joined to the MCP 7, such are not "formed 
integrally with said photocathode" as is claimed in claim 18 of the instant application. 

The rejection should be removed because there is no teaching or disclosure in the prior 
art of record that would have suggested to the artisan the obviousness of providing a yieldably 
deformable and axial ly-variable sealing structure as described in the instant specification. 

In order to establish a prima facie case of obviousness, the prior art teachings must be 
sufficient to suggest to one of ordinary skill in the art making the substitution or modification 
that is necessary to make the claimed invention, in re Lain. 747 F.2d 703, 705, 223 USPQ 1257, 
1258 (Fed. Cir. 1984), in the absence of applicant's own disclosure. 

By the structure included in the method steps Applicant is able to achieve the advantages 
which have hitherto not been achievable through any adaptation of the prior art. It is therefore 
believed to be clear that the particular structure of Applicant is extremely important and is not a 
mere matter of design. 
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It is improper to use hindsight having read the Applicant's disclosure to "pick; and 
choose" among isolated prior art references to disparage the claimed invention In re hue. 83? 
F.2d 1071, 5 U.S.P.Q.2d 1596 (Fed. Cir. 1988). Even where an invention is, as a whole, fully 
disclosed by a combination of prior art elements, such elements cannot be combined to defeat a 
patent as obvious unless the art teaches or suggests the desirability of making the combination. 
ASC Hospital Systems. Inc. v Montefiore Hospital. 732 F.2d 1572, 221 U.S.P.Q. 929 (Fed. Cir. 
1984). Thus, the mere fact that the prior art may be modified in the manner suggested by the 
Examiner does not make the modification obvious unless the prior art suggested the desirability 
of the modification. In re Pritch, 972 F.2d 1260, U.S.P.Q.2d 1780 {Fed. Cir. 1992). Finally, it 
is the invention as a whole that is important. Focusing on the obviousness of substitutions and 
differences, instead of on the invention as a whole, is a legally improper way to simplify the 
often difficult determination of obviousness. Gillette Co. v S. C Johnson & Son. Inc 919 f 2d 
720, 16 U.S.P.Q. 1923 (Fed. Cir. 1990). 

The combination of Wheeler with de Groot fails to teach or suggest these claim elements. 

Further dependent Claims 17-18 that depend from independent Claim 16 are also not 
made obvious by Wheeler in view of de Groot because they include the limitations of Claim 16 
md add additional elements that further distinguish the art. Therefore, Applicant respectfully 
requests that Claims 16-19 be allowed. 

As previously stated, applicant, respectfully submits that, the combination of the 
references is based on the hindsight gained from applicant's teaching, and that a person of 
ordinary skill in the art would not have found it obvious to provide a yieldably clefonnable and 
axiaUy-variable sealing structure. Section 103 has been uniformly held to require "a showing of 
a suggestion, teaching or motivation to combine the prior art references [as] an essential 
component of an obviousness holding, " quoted in a long line of decision in/» re Lee, 61 
USPQ2d 1430, at 1433. 
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VIII. APPENDIX OF CLAIMS 

(37C.F.R. §4L37(e)(l)(viii)) 



The text of the claims involved in the appeal are: 
Claims 1-15 (canceled) 

16. A method of making an image intensifier tube, said method including the steps of: 

providing an annular tube body; 

providing a microchannei plate disposed within said tube body; 
providing an electrical contact structure between said tube body and said 
microchannei plate; 

providing a yieidabiy deformable and axially-variable sealing structure sealingly 
uniting the tube body with a window member, said window member carrying a 
photocathode; and 

yielding said axially-variable sealing structure while maintaining a selected fine- 
dimension spacing between the photocathode and microchannei plate. 

17. The method of Claim 16 further including the step of forming fine-dimension spacing 
structure extending axially between said photocathode and said microchannei plate. 

1 8. The method of Claim 1 7 wherei n said fine-di mension spacing structure is formed 
integrally with said photocathode. 
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f 9. The method of Claim 16 further including the step of providing yieldably deformable 
electrical contact structure between said tube body and said microchannei plate. 

Claims 20-29 (canceled) 
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IX. APPENDIX OF EVIDENCE 

(37CFR§ 4l .37(c)(l)(ix)) 



There is no evidence submitted herewith pursuant to 37 CFR §§ 1.130, 1.131 or 1.132. 
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X. APPENDIX OP RELATED PROCEEDINGS 

(37CFR§ 43.37(c)(])(x)) 

There have been no decisions rendered by a court or the Board in any related appeals or 
interferences. 
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Conclusion 

In conclusion, the rejection of Claims 16 and 19 under 35 U.S.C. § 102(b) as being 
anticipated by Wheeler and the rejection of Claims 1.7 and 18 under 35 U.S.C § 103(a) as being 
unpatentable over Wheeler in view ofik Grooi ate thus believed to be improper and should be 
reversed. The Board of Patent Appeals and Interferences is therefore respectfully required to 
reverse the rejection of claims 1 6-19. The application should be returned to the Examiner with 
directions to allow these claims and pass this application to issue. 




Thomas F. Marsteiler, Jr. 
Registration No. 29,672 

Marsteiler & Associates, PC. 
PO Box 803302 
Dallas, TX 75380-3302 
(972) 233-0939 
(972) 386-3907 (Fax) 

Date: February 18, 2007 
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OTHER MATERIAL THAT APPELl \M ( ONSID1 ^- NE< 3 V»\RY OR DESIRABLE 



L Common de finition of "deformable "from Dictkmary.com web site. 
2. Common definition of "braze " from Diciionary.com web site. 
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deform abie - Definitions from Dictionary.com 



Page 1 of 3 



I Some 



1Y 



deformable Lf^I^Li 

>: : Diciionary O Thesaurus O Encyclopedia O Weh 

Premium: Sign 

Login 



ADVERTISEMENT 

Diciionan - ! hcs m ; \\ , , , . - v \ , ^ 

Lesuiis u> u nab c 



1 entry found for deformable. 



deform s [?] FrononciatsortEey (dMorm ) 
v. de-formed, deform-ing, deforms 
v. tr. 

1. To spoil the natural form of; misshape: a body that had been 
de formed by disease. 

2, To spoil the beauty or appearance of; disfigure. 

3. iV/u/o. foaite! the shape »>; ; : l^m, ( .tress 

4, Geohgy^ To change the original state or size of a rock mass, 
especially by folding or faulting. 



To become deformed. See Synonyms at distort. 



[Middle English deforaen, from Old French deform*,-:, from Latin d 

de-form a-bil i-ty n, 
de-form a ble adj. 



reference com search?q defoi nable 
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deformabie - Definitions from [Dictionary. com 
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P Dictionary of the English Language, 



A J \ ^ Of M , ,>.M ] 

Source The American Ret 
Fourth Edition 
f \ »/n / < 2CW0 />} //* m > /'////// ( 'otnpcmy, 

i 11 " << tflmi <>mi\un III ni>nfs t c^'i \ed 



^^^^^^^^^ 



Over lOmsiiusn 

plays 

i I 



ADVERTISEMENT 



>efcn ble M oj 

m:bm:s 

L ; : txer Mirrors 
.Optics 



Perform a. new search, or try your search for VDVER ISEMEN1 

"deformabie" at: 

• Amazon com - Shop for books, music and more 



>kUi' . n./se ch'Pq-defon ibl 
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deformabie - Definitions from Dictionaiy.com 
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• HiynSean; Research - 32 million documents from 
leading publications 

• yVefoster - Search for definitions 

• - - r - Encyclopedia Search 

• Web Search powered by Google 

• 71 frus.com - Search for synonyms and antonyms 

Get the FREE Dkf.io»ary,com Toolbar for your browser now! 

From the makers of Dictionarv .com 



Copyrights 200t> < > v \!i isdnv teseued 

\k\«, »kk>oim . < « \ . v f \ yelp ^m,»^s 



eference n./se ch'Pq-defon ibl 
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braze - Definitions from Dictionaty.com 
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ADVERTISEMENT 



Diciioiufs si 



Top Web RcMiiK for "btwe" 



3 entries found for braze. 



braze 1 P( < a a a ih n K; (hi ; 

ftw. brazed, braz*ing, braz-es 

1 . T o make of or decorate with brass. 

2, To make hard like brass. 



[Middle English fcra sen, from Old English brasian, from bss, 
brass.] 

\ M> >< J oi l ).MVlJ > j 

So ce tmerican Heritage! Dictionary of the English Lcmguagi 
Fourth Edition 

Copyright 0 2000 by Houghton Mi film Company. 

•' ' , n it .,' ' • ' " > i titf/m t <>/>]} '- lit tigli 1 . u i 



bnue' * P kc> (braz) 

*>\v. brazed, braz-big, braz es 

To solder (two pieces of metal) together using a hard solder with 
a high melting point. 



Meference.cora/search?q ::: braze 
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braze - Definitions from Dictionaty.com 



Page 2 of 3 



[Probably from French brass from Old French, to burn, from 
brese, hot coal of Germanic origin. See bhreu- in Indo-European 
Roots.] 

braz er ft. 

[ W \ J \o>\ orHn> t . ivv ] 

Sou a e Ihe American Heritage f Dictionary of the English Language. 
Fourth Edition 

Copyright •'< 2000 b Hoi " K ffh'/f < ompam 
/ hibli.sheJ by Hough ioi i A ////'/// Company. Ail rights re sen ret 

braze 

v : solder together by using hard solder with a high melting point 
Wuo \VutJ\ct * 2 0. 1 2003 Finn ei, >n I nnento 




ADVERTISEMENT 



Related ads: 

• S con i. n *id. 

• Ceramics 

• Itoze Aluminum 

• Hit nai Conductivity 
» 1 muro. Qside 



!\»;<>i m a new search, or try your search for 
"braze" at: 

• Amaion.com - Shop for books, music and more 



Meference.com/search?q ::: braze 
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braze - Definitions from Dictionaty.com 
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